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RECEIVED 
CENTRAL FAX CENTER 

NOV 2 I 2008 

RESPONSE 

Applicants and their undersigned attorney have carefully reviewed the Office 
Action of August 28. 2006 in the above-identified patent application. The present Action 
does not cite any prior art references. Clainns 1-17 are rejected under 35 U.S.C. 1 12. 
second paragraph. 

Applicant would like to thank the Examiner for the interview granted on 
November 21 , 2006. The Examiner was helpful in reaching an acceptable amendment, 
as discussed below. 

Applicant first notes that the specific MPEP section the Examiner relies upon in 
support of the 112 rejection is § 2172.01. which is titled "Unclaimed Essential Matter." It 
is the Examiner's contention that the application omits essential steps. Specifically, the 
allegedly omitted steps are: "the correlation steps between the stated intended goal of 
enhancing the operation of a diesel fuel combustion system and the relationship 
between the diesel fuel combustion system comprising an engine oil and the engine oil 
having at least 3% mass, soot loading." 

§ 2172.01 does not state or support the idea that all congelation steps must be 
defined or specified in the claims. § 2172.01 states that a "claim which omits matter 
disclosed to be essential to the invention as described in the specification or In other 
statements of record may be rejected under 25 U.S.C. 112, first paragraph, as not 
enabling" (emphasis added). The operative phrase is ''disclosed to be essential." In 
other words, the Applicant must first state the allegedly omitted step is essential to the 
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Claimed method. This is clearty explained in § 2172.01 where It states that "essential 
matter may include missing elements, steps or necessary .structural cooperative 
relationships of elements described by the applicant(s) as necessary to practice the 
invention " MPEP § 2172.01 (emphasis added). 

The remainder of § 2172 01 states that claims can be rejected under 25 U.S.C. 
112. second paragraph (as they are here), for failing to interrelate essential elements. 
The essential elements of the invention are " defined bv the applica ntfs) in the 
specification' '. The Examiner is not authorized by this section to determine which 
elements are "essential/* The clear and concise language in § 2172.01 defines what is 
an essential element. Applicant in unable to find a statement in the specification that 
defines any element as essential nor has the Examiner cited such a statement to 
support the rejection. 

Legal authority for rejecting unclaimed essential matter under 35 U.SC. 112, 
second paragraph, as defined by § 21 72.01 » cites to In re Venezia . 530 F.2d 956, 188 
USPQ 149 (CCPA 1976) and In re Collier . 397 F.2d 1003. 158 USPQ 266 (CCPA 
1968). In Venezia . which discusses the Collier case, the Court of Customs and Patent 
Appeals reversed a 112 rejection that was made by the Examiner and sustained by the 
Board of Patent Appeals. The court stated that it feiled to see any basis for rejecting 
appellant's claims for being incomplete in failing to recite a completed assembly. 

In Collier the Examiner rejected a claim based upon section 112. The claim in 
question had two structural elements without a positive recitation of a structural 
relationship between the two elements. The question was one of what exactly the 
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inventor considered to be the Invention to be claimed. Collier is silent regarding the 
omission of steps or the need to conrelate steps between a stated intended goal and a 
composition as claimed. Neither legal citation in § 2172.01 supports the Examiner's 
rejection. 

The language of § 2172.01 clearly and specifically requires that the omitted step 
be defined by the applicant as an "essential" element within the specification of the 
application in order to make a proper rejection under 1 12, second paragraph. No such 
identification has been established by the Examiner, nor is one thought to exist. 
Moreover, the case law supporting § 2172,01 does not support the Examiner's position. 
As such, the rejection is not based on legal precedent or authority. 

Nevertheless, Applicant has agreed to a Markush listing of enhancements as 
defined in the specification of the subject application. Specifically, claims 1 and 17 have 
been amended to include language from paragraph 0022 of the published patent 
application per the interview of November 21 , 2006. 

For at least the reasons explained above, Applicant believes that the claims are 
in condition for allowance. Reexamination and reconsideration of the application, and 
allowance of the claims is respectfully requested. 
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The Commissioner is hereby authorized to charge any deficiencies in fees or 
credit any overpayment associated with this communication to Deposit Account No. 
50-2127 (NIVI 7590). 

Respectfully submitted. 



536 Granite Ave. 
Richmond, Virginia 23226 
(804) 344 8130 

Date: November 21, 2006 




1?. 



Alexander D. Raring 
Reg. No. 52,502 



CERTIFICATE OF FACSIMILE TRANSMISSION 
t hereby cenliy that this paper is being facsimile transmrtted to Examiner Toomer at the Patent and 
Trademark Office at facsimile number (571) 273-8300 on the date shown below^ 



November 21. 2006 
Oate 




Alexander O. Raring 
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